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DETAILED ACTION 

Receipt of the RCE filed on 02/17/2010 has been acknowledged. The Examiner 
acknowledges the following: 

Claims 1, 4, 6-7, and 22 are amended. 
Claim 23 is newly added. 

MAINTAINED REJECTIONS 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, and 21-23 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Barby et al. United States Patent 4,522,953 as evidenced by A. Charlesby, Solubility and 
Molecular Size Distribution of Crosslinked Polystyrene. 

Claim 1 recites a composition of porous bodies which are soluble in non-aqueous media 
comprising a three dimensional water in oil open-cell lattice containing 10-95% by weight of a 
polymeric material which is soluble in hydrophobic or water immiscible non-aqueous media and 
5 to 90% by weight of a surfactant which is soluble in non aqueous media, said porous bodies 
having an intrusion volume as measured by mercury porosimetry of at least 3ml/g; and wherein a 
water soluble material and/or a water-insoluble material, neither of which is soluble in the non- 
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aqueous media is incorporated into the lattice of said porous bodies to be dispersed in the non- 
aqueous media when said porous bodies dissolves in the non-aqueous media in less than 3 
minutes. 

Reference '953 discloses porous bodies such as porous polymeric materials (abstract). 
The polymer material of the invention can consist of at least 90% by weight (column 2, lines 60- 
63) and the polymer material can be made of lightly cross-linked polystyrene. As evidenced by 
Charlesby, lightly cross-linked polystyrenes have the ability to dissolve in non-aqueous media, 
(see fig2. and conclusion page 7). The porous bodies can contain an aqueous or non-aqueous 
liquid, (claim 3) The liquid can be hydrophobic (claiml) and the porous polymeric block 
material is formed from a water in-oil emulsion. The optimum concentration of surfactant by 
monomers is 20%. (column 5, lines 65-67) The surfactant (emulsifier of '953) is soluble in the 
non-aqueous media as Example 1 discloses mixing the surfactant with divinylbenzene. (see also 
column 6, lines 1-15) The structure can be a three dimensional open-cell lattice because 
reference '953 teaches that porous polymer beads can be compressed and bonded together, and 
that the interior of the blocks is homogenous and that blocks are uniform in pore and cavity 
distribution, (column 3 and 4, lines 67 and line 1-5) Furthermore regarding claims 1 and 2, the 
porous blocks can be in any desired shape, and does not restrict the process to containers in 
which agglomeration of beads under pressure can be carried out, thus can include the process of 
forming beads, (column 6, lines 31-35) Reference '953 teaches that the porous polymeric 
material can have a dry density of between 0.02 to 0.08g/cc (or ml/g) comprising linked pores 
having a pore volume of more than 9cc/g ( 9ml/g) and contained in an aqueous or non-aqueous 
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media, (column 2, lines 54-59) This anticipates the claimed intrusion volume range of at least 3 
ml/g. 

Claim 3 recites that the porous bodies as claimed in claim 1 are made of polymeric 
material wherein the homopolymer or copolymer is made from monomer such as styrenics. 
Reference '953 teaches that the polymer material can be made of lightly cross-linked 
polystyrene, (column 5, lines 3-5) This is a type of styrenic as defined by the instant specification 
page 2, line 2. Furthermore, absent evidence to the contrary, as it is only lightly cross-linked, it is 
expected that at least a small amount will dissolve in non-aqueous media. 

Claim 22 recites a product by process limitation step for the composition which holds 
little patentable weight, see MPEP 2113. Although Reference '953 teaches a different process to 
produce the porous body, Applicants process could be used to produce a porous body with the 
same characteristics as Reference '953. Applicant's porous body described in product by process 
terms, reasonably appears to encompass porous bodies that are indistinguishable from the porous 
bodies of Reference' 953 produced by a different process. 

Regarding claim 23, MPEP 21 12.01 (II) recites that "products of identical chemical 
composition can not have mutually exclusive properties. A chemical composition and it's 
properties are inseparable." 
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Claims 1-3, 6-7, and 21-23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kitagawa, Naotaka PC17 US98/12797 as cited on IDS form filed 08/23/2006. 

Regarding claims 1-2, Reference '797 teaches the production of porous crosslinked 
hydrophilic polymeric microbeads wherein at least 10% are spherical and the polymeric material 
is 30 % by weight of the emulsion, (page 4, line 19, and line 28, and page 14, line 14) The 
invention consists of 50% of the total polymerizable monomer that are hydrophilic. (page 5 line 
30) Furthermore, a single monomer or mixture of types can be used in the emulsion such as 
hydrophilic and hydrophobic monomers. Nonionic surfactants may be present as a type of 
emulsifier in an amount of 1 to about 30 wt. percent, (page 16 lines 15-17 and page 17, lines 1-4) 
The emulsions may be either water-in oil or oil-in-water type emulsions, (see Example 2, page 
35 lines 1-10 and Table 2) The fact that the porous bodies have a mercury porosimetry of at least 
3 ml/g is an intended property of the composition. Example 30 of reference '797 teaches the use 
of an alcohol (non-aqueous) containing emulsion. 

Regarding instant claims 3 and 4, reference '797 teaches an example of porous bodies 
that contain polystyrene/divinylbeneze which is a type of styrenic. 

Claim 6-7 recites that the porous bodies have water soluble and water insoluble materials 
including polymers incorporated within. Reference '797 teaches that a single monomer or 
mixture of types can be used in the emulsion such as hydrophilic and hydrophobic monomers, 
(page 14, lines 3-12) The composition can include suitable stabilizers such as polyethylene 
glycol which is a soluble material, (page 17, lines 24-31) The hydrophilic porous bodies can be 
used as carriers to provide sustained release of an agent such as fragrance, insecticides or a 
cosmetic, (page 28, lines 31-34) 
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Claim 22 recites a product by process limitation step for the composition which holds 
little patentable weight, see MPEP 2113. Although Reference 797 teaches a different process to 
produce the porous body, Applicants process could be used to produce a porous body with the 
same characteristics as Reference '797. Applicant's porous body described in product by process 
terms, reasonably appears to encompass porous bodies that are indistinguishable from the porous 
bodies of Reference '797 produced by a different process. 

Regarding claims 21, and 23, MPEP 21 12.01 (II) recites that "products of identical 
chemical composition can not have mutually exclusive properties. A chemical composition and 
it's properties are inseparable." 

RESPONSE TO REMARKS 

Regarding the rejections over and Barby and Kitagawa, Applicants argue that their 
invention forms an emulsion of water in a water immiscible liquid which contains a preformed 
polymer which is soluble in the water immiscible liquid. Applicants argue that the porous 
materials disclosed by Barby and Kitagawa are cross-linked polymers and are incapable of 
dissolving or dispersing when contacted with non aqueous media in less than three minutes and 
are not comprised of a three dimensional open cell lattice comprised of a polymeric material 
which is soluble in water immiscible non-aqueous media. 

In response, the Examiner respectfully submits that the claim recites the porous body 
dissolves. It does not recite that it has to completely dissolve or under what conditions. If the 
body is even somewhat soluble or dispersible in any solvent, some will dissolve or disperse. 
Absent evidence to the contrary, if the porous bodies of the art were placed in the proper medium 



Application/Control Number: 10/587,722 Page 7 

Art Unit: 1619 

and heated or agitated, it is an expected property that a portion will dissolve. Furthermore, the 
Polymer Science Textbook submitted by Applicants teaches that solubility varies depending on 
the degree of cross-linking and nature of the solvent or temperature, and that the absence of 
solubility does not imply crosslinking. The polymers of Barby and Kitagawa are likely to at least 
partially dissolve in non aqueous media as demonstrated by Charlseby. Furthermore, the rate of 
the dissolving is a property of the composition as it is expected that even just a fraction of the 
bodies will dissolve in less than thirty seconds with appropriate mixing as the claim does not 
specify that it has to completely dissolve. Thus, absent evidence to the contrary it is expected that 
a small portion of the porous bodies dissolve under appropriate conditions and that even a 
portion would necessarily dissolve in less than thirty seconds as a mixture is occurring. 

Regarding claim 22, the claim states that the porous bodies as claimed in claim 1 wherein 
said porous body are made by a process comprising the steps of providing an intimate mixture of 
polymeric material and surfactant in liquid, providing a fluid freezing medium at a temperature 
effective for rapidly freezing the liquid medium, cooling the liquid medium with the fluid 
freezing medium at a temperature below the freezing point of the liquid medium for a period 
effective to freeze the liquid medium, freeze drying the frozen liquid medium to form the porous 
bodies by removal of the liquid medium by sublimation. Although Barby and Kitagawa uses 
different process to produce the porous body, Applicant's process could be used to produce a 
porous body with the same characteristics as the reference's porous body. Therefore, applicant's 
porous body, described in product-by process terms, reasonably appears to encompass porous 
bodies that are indistinguishable from the reference porous bodies produced by a different 
process. Since the patent office does not have facilities to perform comparisons between claimed 
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materials and prior art materials, a lesser burden of proof is required to make a prima facie case 
of obviousness for products claimed in terms of the process used to make them. Therefore, the 
invention as claimed is seen as prima facie obvious, (see MPEP 2113) 

*It is recommended that Applicants amend a solvent or specific solvent types into claim 1 
in order to further distinguish from Barby and Kitagawa. 



NEW REJECTIONS 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-4, 6-7, and 21-23 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bausch et al. United States Patent Application 2004/0096515, as evidenced by Mork et al. 
6,147,131. 

Bausch et al. teach porous beads that have shells formed of biocompatible spherical 
particles linked by van der Waals forces, see paragraph 0009. The porous beads are three 
dimensional as shown in figures 3-11. The shell has a plurality of pores extending there through, 
thus is porous, see paragraph 0009. Particles used to form the oil-and-water interface include that 
of polymers such as polystyrene, see paragraph 0038. The polystyrene shell is formed in organic 
solvents of which it is soluble in such as toluene, see paragraph 0049. The active agents can be 
selected so that they dissolve in a compatible solvent and are incorporated into the water in oil 
emulsion, se paragraph 0057. Surfactants are used including that of Triton, see paragraph 0052. 
The active agents can include that of pharmaceutical active agents, drugs, fragrances, or 
vitamins, see paragraph 0058. The particles of Bausch can be made of particles (i.e. polystyrene) 
which are easily dissolved and release the active agents, see paragraph 0059. The fact that the 
materials (i.e. vitamins) are dispersed in non-aqueous media when the porous bodies dissolve in 
the non-aqueous media is an expected property that occurs when the polymeric shell dissolves in 
the non-aqueous solvent, as the porous bodies are not miscible with the non-aqueous solvent. 
Regarding the porosimetry and the time period it takes the porous body to dissolve in non- 
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aqueous media after stirring, MPEP 21 12.01 (II) recites that "products of identical chemical 
composition can not have mutually exclusive properties. A chemical composition and it's 
properties are inseparable." As the porous bodies are composed of the same components of 
Applicant's claims, it is expected that the porous bodies would demonstrate the same properties. 

Claim 22 recites a product by process limitation step for the composition which holds no 
patentable weight, see MPEP 2113. Applicant's porous body described in product by process 
terms, reasonably appears to encompass porous bodies that are indistinguishable from the porous 
bodies of Bausch et al. produced by a different process. 

Bausch et al. does not teach the amount of surfactant to be added, however, it would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was made to 
optimize the amount of surfactant for the water-in-oil emulsion in order to properly stabilize the 
emulsion. It is known in the art as evidenced by Mork et al. (US 6,147,131, column 1, lines 44- 
50) that surfactants must be used in concentrations above 5% to effectively stabilize an open 
celled structure. Furthermore it would have been obvious to adjust the amount of the surfactant 
because MPEP 2144.04 recites "where the general conditions of a claim are disclosed in the prior 
art, it is not inventive to discover the optimum or workable ranges by routine optimization." 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 1-4, 6-7, and 21-23 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as the invention. Claim 1 recites a "water soluble material and/or a water- 
insoluble material, neither of which is soluble in the non-aqueous media." This is particularly 
confusing as if the water-insoluble material is not soluble in aqueous media (i.e. water 
insoluble), and is also not soluble in non-aqueous media, what media is the water-insoluble 
material soluble in? It is also confusing if Applicants intend for the materials to be insoluble in 
only the non-aqueous material used for forming the porous bodies, or if it is intended to be 
insoluble in all non-aqueous media. Please clarify. 
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